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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1 -20 have been considered 
but are moot in view of the new ground(s) of rejection. 

Priority 

The later-filed application must be an application for a patent for an 
invention which is also disclosed in the prior application (the parent or original 
non-provisional application or provisional application). The disclosure of the 
invention in the parent application and in the later-filed application must be 
sufficient to comply with the requirements of the first paragraph of 35 U.S.C. 112. 
See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed applications, Applications No. 09/566,91 1 
and 09/568,788, fail to provide adequate support or enablement in the manner 
provided by the first paragraph of 35 U.S.C. 1 1 2 for one or more claims of this 
application. Claims 15-20 recite limitation "a computer readable medium" is not 
disclosed in the parent applications. 

Therefore, the effected filing date for claims 15-20 are December 1 st , 2003 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
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person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

3. Claims 15-20 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. Claims 
15-20 recite limitation "a computer readable medium" is not disclose in the 
specification. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

5. Claims 1-2, 6, 15-16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hendricks et al. (patent # US 5659350). 

As to claim 1, Hendricks discloses a method for receiving in a broadcast 
system, at a receiver having a unique identification number (e.g., set top ID 928; 
Fig. 6a), only designated information (e.g., program control information 276 
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sends to particular set top box)(see column 17, lines 58-60; column 20, lines 50- 
58; Fig. 6a), the method comprising the steps of: 

monitoring a broadcast index signal (e.g., program control information 
signal) containing tuning data (e.g., program control information signal contains 
event ID, global channel ID) (i.e., set top terminal monitoring program control 
information signals in order to receive program control information signals 
designated to the set top terminal (program control information contain a set top 
ID)) (see column 9, lines 42-60; column 1 7, lines 50-60; column 1 9, lines 30-41 ; 
column 20, lines 50-58; Fig. 6a); 

detecting and/or transmitting the unique identification number (e.g., set top 
ID 928; Fig. 6a) associated with the receiver and/or transceiver in the broadcast 
index signal (i.e., set top terminal detecting program control information signals 
contain the set top terminal's ID or headend sends program control information 
276 to a particular set top terminal) (see column 1 7, lines 28-60; col. 20, line 50- 
col. 21, line 15); 

downloading the tuning data subsequent to detecting the unique 
identification number in the detecting step (e.g., download event data matches 
it's set top ID)(see col. 19, lines 31-45); 

storing the downloaded tuning data in memory (e.g., set top terminal 220 
stores program control information )(see column 20, lines 22-40); 

tuning and receiving a program signal containing program data associated 
with a program using the tuning data stored in said storing step (see column 1 1 , 
lines 33-39; col. 37, lines 1-33; col. 38, line63-col. 39, line 9). 
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As to claim 15, it contains the limitations of claim 1 and is analyzed as 
previously discussed with respect to claim 1 above. 

As to claim 2, Hendricks discloses the method of claim 1 , wherein the 
tuning data includes a reference time at which the program data is broadcast in 
the program signal, and further comprising the step of: tuning to the program 
signal at approximately the reference time (see Hendricks incorporated reference 
patent # US 5734853, col. 36, lines 30-65; Fig. 18). 

As to claim 6, Hendricks discloses the method of claim 1 , wherein either or 
both the broadcast index signal and the program signal include data used to 
present a menu of new programs and/or updates to programs broadcast on the 
program signal (see col. 3, lines 50-53; col. 20, line 50-col. 21, line 15). 

As to claim 16, it contains the limitations of claim 2 and is analyzed as 
previously discussed with respect to claim 2 above. 

6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 

1 22(b), by another filed in the United States before the invention by the applicant for patent or 

(2) a patent granted on an application for patent by another filed in the United States before 



Application/Control Number: 10/725,149 
Art Unit: 2623 



Page 6 



the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 7-9, 11-14, 17-20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hendricks et al. (Patent # US 7134131). 

As to claim 7, Hendricks discloses a method for requesting and receiving 
designated information in a broadcast system, at a transceiver having a unique 
identification number (e.g., set top ID 928; Fig. 22a) the method comprising the 
steps of: 

transmitting to a wireless communication system (e.g., satellite 
communication; Fig. 6a) a request signal, the request signal including the unique 
identification number and a request for a program (e.g., order signal 190) (see 
col. 10, lines 10-36; col. 21, lines 46-59; col. 13, lines 31-45); 

receiving from the wireless communication system a broadcast index 
signal containing the unique identification number associated with the receiver 
and tuning data (i.e., set top terminal receiving program control information 
signals contain the set top terminal's ID, event ID, and global channel ID) (see 
column 41 , line 48-col. 45, line 20); 

storing the tuning data in memory (e.g., set top terminal 220 stores 
program control information) (see column 45, lines 23-41); 
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receiving a program signal containing program data, associated with a 
program, using the stored tuning data (see column 7, lines 7-16; col. 33, line 59- 
col. 34, line 63). 

As to claim 14, Hendricks discloses a method for requesting and receiving 
designated information in a broadcast system, at a first transceiver having a 
unique identification number (e.g., set top ID 928; Fig. 22a), the method 
comprising the steps of: 

transmitting from the first transceiver (e.g., set top terminal) to a wireless 
communication system a request signal, the request signal including the unique 
identification number and a request for a program (e.g., transmitting order signal 
190 via satellite communication; Fig. 6a) (see col. 10, lines 10-36; col. 21, lines 
46-59; col. 13, lines 31-45); 

receiving at the first transceiver, from the wireless communication system, 
a broadcast index signal containing tuning data (i.e., set top terminal receiving 
program control information signals contain the set top terminal's ID, event ID, 
and global channel ID) (see column 41 , line 48-col. 45, line 20); 

storing the tuning data in memory (e.g., set top terminal 220 stores 
program control information)(see column 45, lines 23-41); 

receiving a program signal containing program data, associated with a 
program, using the stored tuning data (see column 7, lines 7-16; col. 33, line 59- 
col. 34, line 63); 
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transmitting at least a portion of the stored tuning data from the first 
transceiver to a second transceiver (e.g., transmitting polling response from set 
top terminal to network controller 214; Fig. 22b) (see col. 46, lines 28-59). 

As to claim 17, it contains the limitations of claim 7 and is analyzed as 
previously discussed with respect to claim 7 above. 

As to claim 20, it contains the limitations of claim 14 and is analyzed as 
previously discussed with respect to claim 14 above. 

As to claim 8, Hendricks discloses the method of claim 7 wherein either or 
both of the broadcast index signal and the program signal include data, 
representing new programs and/or updates to programs broadcast on the 
program signal, the method further comprising the step of: presenting a menu of 
program choices to a user on a display (see Fig. 15 a-d; col. 32, line 25-col. 33, 
line 56). 

As to claim 9, Hendricks discloses the method of claim 8, wherein the 
request signal transmitted in said transmitting step is associated with a selection 
by the user from the menu of program choices (see col. 33, lines 40-56; Fig. 
15d). 
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As to claim 1 1 , Hendricks discloses the method of claim 7 further 
comprising the steps of: outputting an order form on a display and transmitting an 
order associated with the order form for goods and/or services (see col. 32, line 
55-col. 33, line 29; Fig. 15b). 

As to claim 12, Hendricks discloses the method of claim 1 1 further 
comprising the step of outputting an invoice on the display (i.e., the price for each 
program in Fig. 15d). 

As to claim 13, Hendricks discloses the method of claim 8, further 
comprising the step of transmitting a payment by the user (see col. 18, line 64- 
col. 19, line 8). 

As to claims 18-19, they contain the limitations of claims 8-9 and are 
analyzed as previously discussed with respect to claims 8-9 above. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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9. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hendricks et al. (patent # US 5659350) in view of Wannenmacher et al. (US 
Patent Number 6,178,447). 

As to claim 3, Hendricks discloses everything as claimed above (see claim 

1)- 

Hendricks discloses configuring the receiver to operate in at least a first 
state during which the receiver monitors the index signal just prior to the tuning 
time (e.g., operating set top terminal normally), 

However, Hendricks does not disclose a second state during which the 
receiver does not monitor the index signal. 

In an analogous art, Wannenmacher discloses a receiver to operate in a 
second state (e.g. power save mode) during which the receiver does not monitor 
the index signal (see column 5, lines 1-39). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the Applicant's invention to modify Hendricks' invention to include a 
second state which would not monitor the index signal for the predictable result 
of saving power and energy costs because monitoring a signal continuously 
consumes more power. 

As to claim 4, Wannenmacher discloses causing the receiver to enter a 
power saving mode during at least a portion of the second state (e.g. power save 
mode) (see column 5, lines 1-39). 



Application/Control Number: 10/725,149 
Art Unit: 2623 



Page 1 1 



10. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hendricks et al. (patent # US 5659350) in view of Barrett et al. (US Patent 
Number 6,005,597). 

As to claim 5, Hendricks discloses everything as claimed above (see 
claims 1 and 7). 

However, Hendricks does not disclose outputting a foreground program 
upon receiver power-on, and outputting a background program subsequent to the 
user selecting the background program for output. 

In an analogous art, Barrett discloses outputting a foreground program 
upon receiver power-on, and outputting a background program subsequent to the 
user selecting the background program for output (see column 4, lines 15-23). 

It would have been obvious to one of ordinary skill in the art at the time of 
the Applicant's invention to modify Hendricks' invention to include a default 
foreground program when turning the receiver on, and a outputting a background 
program when the user selects that program for the predictable result of 
simplifying a user's preferences and displaying the program the user wishes to 
see. 

1 1 . Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hendricks et al. (patent # US 7134131) in view of Barrett et al. (US Patent 
Number 6,005,597). 
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As to claim 10, Hendricks discloses everything as claimed above (see 
claims 1 and 7). 

However, Hendricks does not disclose outputting a foreground program 
upon receiver power-on, and outputting a background program subsequent to the 
user selecting the background program for output. 

In an analogous art, Barrett discloses outputting a foreground program 
upon receiver power-on, and outputting a background program subsequent to the 
user selecting the background program for output (see column 4, lines 15-23). 

It would have been obvious to one of ordinary skill in the art at the time of 
the Applicant's invention to modify Hendricks' invention to include a default 
foreground program when turning the receiver on, and a outputting a background 
program when the user selects that program for the predictable result of 
simplifying a user's preferences and displaying the program the user wishes to 
see. 

Inquiries 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to JUN FEI ZHONG whose telephone number is 
(571)270-1708. The examiner can normally be reached on Mon-Fri, 7:30-5:00 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Vivek Srivastava can be reached on 571-272-7304. The 
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fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571 -272-1 000. 



JFZ 

9/25/2008 
A/ivek Srivastava/ 

Supervisory Patent Examiner, Art Unit 2623 



